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Dear Sir: 

Applicant, the University of Utah, of Salt Lake City, Utah, hereby petitions the 
Commissioner of Patents and Trademarks to accept the filing of the above-identified U.S. 
patent application by the University of Utah, the party to which the invention disclosed and 
claimed in the patent application rightfully belongs. 

Accompanying this Petition is a Declaration and Power of Attomey that has been 
signed by one of the ten inventors and by Brent K. Brown, of the Technology Transfer Office 
of the University of Utah, for the remaining nine inventors. -Also accompanying this Petition 
is a Declaration signed by Brent K. Brown of the Technology Transfer Office of the 
University of Utah and a Declaration signed by Joel B. Kirschbaum of the Office of 
Technology Management, University of California, San Francisco. 

The Declaration signed by Brent K. Brown provides proof of the pertinent facts 
concerning the refusal of certain of the inventors to join in the present application for patent. 
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and establishes that the University of Utah has a sufficient proprietary interest in this matter 
to prosecute this application on behalf of and as agent for the inventor, and showing that such 
action is necessary to preserve the rights of the parties and to prevent irreparable damage. 
The Declaration signed by Joel B. Kirschbaum also provides proof of the pertinent facts 
concerning the refusal of certain of the inventors to join in the present application for patent, 
and establishes that the University of Utah as well as the Regents of the University of 
California have a sufficient proprietary interest in this matter to prosecute this application on 
behalf of and as agent for the inventor, and showing that such action is necessary to preserve 
the rights of the parties and to prevent irreparable damage. 

The name and last known address of the inventors refusing to join in this application 
are as set forth in the Declaration and Power of Attorney. 

The University of Utah is entitled to clear title to the invention and to the above- 
identified patent application, as well as any patent which issues thereon, on the basis of the 
University of Utah's Patent, Trademark and Copyright Policy 6-4 with respect to co-inventors 
Olivera, Walker, Watkins, Shetty, Cruz, Imperial and Colledge. As stated in Brown's 
Declaration and in Kirschbaum's Declaration, it is believed that Fainzilber's and Burlingame's 
rights are assignable to the Regents of the University of Califomia, and Kits' s rights^are" 
assignable to Vrije Universiteit. The University of Utah takes the lead in protecting and 
licensing technology which is co-owned by the University of Utah and other entities, such as 
the Regents of the University of Califomia and Vrije Universiteit. The University of Utah 
then reaches an agreement with the other entities concerning sharing arrangements. A copy 




3 

of the University's Policy 6-4 is attached to Brown's Declaration. A copy of the University of 
California's Patent Policy, effective October 1, 1997, is attached to Kirschbaum's Declaration. 

With respect to the patent title rights to an invention as between an employer and the 
employed, the Supreme Court of the United States has held as follows: 

If one is employed to devise or perfect an instrument, or a means for accomplishing a 
prescribed result, he cannot after successfully accomplishing the work for which he 
was employed, plead title thereto as against his employer. That which he was 
employed and paid to accomplish become, when accomplished, the property of his 
employer. Whatever rights as an individual he may have had in and to the inventive 
powers and that which they are able to accomplish, he has sold in advance to his 
employer, 

Solomons v. United States , 137 U.S. 342, 3465 (1890). 

Accordingly, it is clear that employees, such as the inventors who have not yet signed 
the Declaration and Power of Attomey for the instant patent application, who are paid to 
develop an invention, fall within the scope of the language written by the Court. 

The inventors have not explicitly refused to cooperate in the patent application 

process, but rather have simply not responded to requests to cooperate. The University of 
Utah is therefore entitled to submit this application acting on behalf of, and as agent for, the 
inventors in accordance with the provisions of 37 CFR §1 .47(b). 

The requisite fee set forth in 37 CFR §1.1 7(h) accompanies this Petition. Please 
charge any additional fees or credit any overpayment for the payment of the filing fee to 
deposit account number 02-2135. An additional copy of this letter is enclosed for that 
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purpose. This Petition is submitted in triplicate. Favorable consideration is respectfully 
requested. 



Respectfully submitted, 



By 




a, Jl^ 



Stephen A. Saxe 

Attorney for Applicants 

Registration No. 38,609 

ROTHWELL, FIGG, ERNST & KURZ, p.c. 

Suite 701-E, 555 13th Street, N.W. 

Washington, D.C. 20004 

Telephone: (202)783-6040 

Dated: July 29, 1999 
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With respect to the patent title rights to an invention as between an employer and the 
employed, the Supreme Court of the United States has held as follows: 

If one is employed to devise or perfect an instrument, or a means for accomplishing a 
prescribed result, he cannot after successfully accomplishing the work for which he 
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employed and paid to accomplish become, when accomplished, the property of his 
employer. Whatever rights as an individual he may have had in and to the inventive 
powers and that which they are able to accomplish, he has sold in advance to his 
employer. 

Solomons v. United States , 137 U.S. 342, 3465 (1890). 

Accordingly, it is clear that employees, such as the inventors who have not yet signed 
the Declaration and Power of Attorney for the instant patent application, who are paid to 
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Washington, D.C. 20004 
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Hon. Commissioner of Patents 
and i'rademarks 
Washington, DC 2023 1 

Sir: 

BRENT K. BROWN, having personal knowledge of the facts set forth herein, hereby 
deposes and states as follows: 

(1) 1 am employed as Licensing Associate of the Technology Transfer Office of the 
University of Utah (hereinafter the "University") of 61 5 Arapccn Drive; Suite 1 10, Salt Lake 
City, Utah 84108. I am specifically authorized by Richard K. Koehn, Vice President for 
Research for the University of Utali to sign on behalf of the University of Utah patent related 
documents. 

(2) The co-inventors of the subject matter disclosed in patent application Seiial No. 
09/210 952 arc Michael FAINZILBER, Karel S. KITS, Ahna L. BURLTNGAME. Baldomero M. 
OLTVERA, Craig WALKER, Maren WATKINS, Reshma SHETTY, Lourdes J. CRUZ, Juiita 
IMPERIAL and Clarke COLLEDGE. On infonnation and belief, these individuals were tasked 
with the research of identifying new conopeptides. Oliver, Walker, Watkins, Shetty, Cruz, 
Imperial and CoUedge are associated with or coUaborated with the University of Utah. 
Fainxilber and Burlingamc are associated with the University of California. Kits is associated 
with Vrije Universileit. 

(3) Each of the foregoing Olivera, Walker, Watkins, Shetty, Cruz, Imperial and CoUedge 
arc obligated to assign their rights in the invention to the University of Utah pursuant to its 
Patent Trademark and Copyright Policy 6-4 (copy attached hereto). Fainzilber and BurUngame 
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areobligatedtoassigntheirrightsinthemventiontotheUniversityofUtahpu^^ 
?^'lndemark Z Copyright Policy 6-4. Fainzilbcr and Burlingame are obligated to assign 
their rights to the Regent of the University of California. Kits is obligated to assigahis nght to 
Vrije Universitcit. 

f41 On or about March 15. 1999. otir office received a Declaration and Power of 
Attorney/ Assignments and Small Entity Statements fiom the University of Utah s patent counsel 
for this appUcation. On July 26, 1999, Ms. Watkins fexed the formal papers to the mventors 
^mlTm^e had not revived executeddocuments. On or aboutJ^^^^ 
auain check with Ms. Watkins about the status of the formal papers. On or about July 28, 1999, 
Ms. Watkins caUed co-inventor Maren Watkins office requesting return of the executed ^ 
n^-Uration OnJuly26, 1999, Ms. Watkins learned that co-inventor OUvera was out of town. ^ 
a^^arkits.^etty;^ and Colledge are out of the country and uTiavailabie . 

(5) Acceptance by the U.S. Patent and Trademark Office o£the accompanying declaration 
and power of attorney that has been signed on behalf of, the University of Utah in its ownership 
interest and, co-inventors Michael Fainzilber, Karel S. Kits, Alma L. Burlingame, Maren 
Watkins Lourdes Cruz, Reshma Shetty, Baldomero Olivera, Julita Impwial, Clark Colledge and 
Craig wlilker is re^tfuUy requested. The University has invested considerable amounts of 
economic, human and material l«sources in developing Ihc invention that is the subject of 4e 
present application. Grant of the petition which accompanies this declaration is necessary m 
order to preserve and to protect the University's right in the invention and to prevent irreparable 
economic harm to ihc University and the other owners that would otherwise occur. 

(6) As all of the co-inventors have not responded to requests to execute inventor 
declarations, there exists no means, other than submission of the accompanying petition, to 
proceed whh this appUcation. Failure to grant the petition would deprive the University of the 
right to pursue intellectual property law rights that it would otherwise be entitled to pursue, 
resulting not only in the deprivation of rights to the University, hut also in the forfeihire of 
considerable resources that have been, and continue to be, expended in further developing the 
invention disclosed in the patent application. 

I hereby declare that all statements made herein of my own knowledge are true and that 
an statements made on information and beUef are believed to be true; and forthcr that these 
statemenU were made with the knowledge that wiUfiil false statements and the like so made are 
punishable by fine or imposomnent, or both under Section 1001 of Title 19 ofthe United States 
Code, and that such willfiil Mse statements may jeopardize the validity ofthe application or any 
patent issuing thereon. 



THE XWIVERSITY OF UTAH 
/ 0 /^rent K. Drown 
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I. PURPOSE 

To outline the University's policy regarding patents and 
inventions - 

II. REFERENCES. 

PPM 2-26, Remunerative Consultation and Other Employment 
Activities 

PPM 6-3, University Faculty Profit-Making Corporation 
PPM 6-7, Copyright Policy: ownership 
III- POLICY 

A- General Policy 

As a public institution, the University of Utah is 
entrusted with the responsibility to facilitate 
application of scientific and technical research 
findings for public use and to provide for an equitable 
disposition of interests among the inventor (s) , the 
University, and where applic2Lble, the sponsor - 

B. Patent Assignment Agreements 

1. AS a condition of the University's provision of 
employment, services, facilities, equipment or 
materials to faculty, staff and students, the 
University acquires and retains title to all 
inventions, discoveries and improvements made as 
the result of Univezrsity employment or research, 
or created through the use of time, facilities, 
equipment or materials owned or paid for by or 
through the University, except when such 
facilities, equipment or material are available to 
the general public. Each full-time faculty and 
staff member is bound through this policy as is 
each part-time faculty and staff member and 
student employee or student participating in 
research (see also III.B.6, below), and any of the 
foregoing may be asked to execute an assignment of 
such inventions, discoveries, and improvements to 
the University and shall do so on request. 
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2. The signing of a patent agreement is an 
administrative convenience for dealing with 
technology ownership rights, but the terras of this 
policy are controlling and as with other 
University policies, constitute conditions of 
employment and participation in research. 

3. Where an invention, discovery or improvement is 
related to research conducted by faculty, staff or 
students in connection with both University 
employment or other research activity involving 
the use of time, facilities, equipment or 
materials owned or paid for by the University 
("University-related activity") , and with non- 
University activities, such invention, discovery 
or improvement shall be presumed to result from 
University-related activity unless the inventor 
can demonstrate to the vice president for research 
that the technology in question was developed 
solely in connection with non-University activity 
and without the use of confidential information 
belonging to the University. 

4. Each full or part-time faculty and staff member 
and student employee or student participating in 
research is expected also to inform promptly the 
director of the University Technology Transfer 
Office concerning all inventions, improvements, 
and discoveries made as a result of University 
employment, or created through the use of time, 
facilities, equipment, and/or materials owned or 
paid for by or through the University or as a ^ 
result of University employment or participation 
in research at the University; to cooperate with 
and assist the director of the University 
Technology Transfer office in the handling of such 
laatters? to execute all rightful papers and do 
necessary and proper acts to assist the University 
in obtaining, utilizing and enforcing patent 
protection on such matters, and to abide by and 
benefit from the patent policy of the University 
in effect during the inventor's respective 
associations with the University. 

5* The University, in its sole discretion, may 

release to an inventor, by written instrument 
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only/ those inventions owned bv but not of 
interest to the University. I? is understood if 
the University does not actively promotie or 
develop the invention over a 3 year period, the 
inventor's claim to full rights will be honored. 
Requests for releases should be made to the 
director of the University Technology Transfer 
Office. 

6. The University claims no right in or to any 

invention originated by full or part-time faculty 
and staff members and student employees as a 
result of private consulting services performed in 
compliemce with University of Utah Policy and 
Procedure No, 2-26, relative to Remunerative 
consultation and Other Employment Activities and 
not involving substantial use of University 
facilities (subject to III.B*3). Further, the 
University claims no right in or to any invention 
originated by any full or part-time student who is 
not participating in organized or sponsored 
research. 

C. University Techno logy Transfer Office 

1. Reporting to the vice president for research, the 
University Technology Transfer Office is 
responsible for meeting patent regulations 
associated with research grants and contracts, 
oversees retaining whenever possible University 
rights to inventions developed on such programs, 
and provides information and general assistance to 
faculty and other University employees and 
research participants concerning patent 
development- 

2» The Office evaluates and pursues patent protection 
on those inventions deemed appropriate for 
commercialization* 

3. The director of the University Technology Transfer 
Office acts as an agent of the University of Utah 
Research Foxindation, and has authority, with the 
approval of the v-ice president for research, the 
Patent Review Committee and the cognizant dean, to 
award additional funds as available from the 
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Technology Transfer Office t.a inventors as needed 
to develop additional information to aid patent 
prosecution. The director serves also as the 
principal staff for the Patent Review Committee. 

D. Patent R eview Committee 

1. The Patent Review committee is appointed by the 
president of the University, The Patent Review 
Committee acts as an oversight committee to the 
University Technology Transfer Office. These 
oversight functions include policy interpretation, 
dispute resolution and advice on pursuing patent 
protection of inventions. The committee also 
recommends changes in University patent policies 
and is available to the Research Foundation for 
technical advice. 

2. The Patent Review Committee must approve 
exceptions to standard University patent 
procedures, royalty distribution and related 
matters • 

University of Uta h Research -Foundation 

The University of Utah Research Foundation is the 
instriiment of the University that commercializes 
inventions through royalty agreements with external 
organizations for the mutual benefit of the University 
and full-time or part-time faculty and staff members 
and student employees or student participants involved* 
The University assigns to the University of Utah 
Research Foundation all rights to those patents that 
should be exploited. Any surplus funds realized by the 
Foundation from this activity are allocated to fund the 
research and education programs of the University. 



IV. PROCEDURES 

A. Patent Prosecution and Commercialigatxori 

1. The Research Foundation purchases services of the 
director of the University Technology Transfer 
Office to- prosecute patents, explore 
commercialization, and negotiate agreements. The 
Research Foundation shares royalty income with 
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inventors in accordance with University practice 
(see B. , below) . 

2. Surplus funds derived from the patent program by 

the Research Fo\indation are allocated by its Board 
of Trustees to support appropriate University 
activities • In malcing such awards, consideration 
4 s given to deoartments or units of the University 
which are the origin of commercially successful 
patents - 

3 The University/Foundation in its sole discretion 

may cause applications or patents to be filed upon 
assigned inventions in any country. The Univer- 
sity/Foundation has the sole right to negotiate 
and enter into or modify licensing and other 
agreements covering the manufacture, use and/ or 
sale of products and/or processes based on 
university-owned intellectual property. The 
University/Foundation will pay all expenses 
required to obtain and exploit patent protection 
on such an invention in the best public interest. 
In those instances where the University/Foundation 
determines that it does not wish to cover the 
expenses required to obtain patent protection, the 
University/Foundation will permit the inventor to 
pay all such expenses and thereafter to share any 
royalty or other revenue with the inventor (see 
IV-B,2) • 

B. Distribut j-on of RovaltV Income 

1. Inventors shall receive a share of royalty income 
or other revenue received by the University of 
Utah Research Foundation as a result of 
commercialization of an invention. The inventors 
share of income shall be based on a percentage of 
such income or revenue remaining after 
reimbursement of the University for all direct 
costs of patent prosecution or maintenance and all 
development funds advanced pursuant to section 
III c.3 ("net revenue"). The inventors' share (m 
the aggregate where there is more than one 
Inventor) shall normally be forty percent of the 
first twenty-thousand dollars ($20,000) of net 
revenue, thirty-five percent of the next twenty- 
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thousand dollars {$20,000) of net revenue, and 
thirty percent of any additional net revenue 
received by the Research Foundation. 

2, When the University permits the inventor to pay 
expenses to patent and license an invention, the 
sharing of any royalty or other revenue shall be 
on the basis of sixty-five percent to the inventor 
and thirty- five percent to the University after 
the inventor has been reimbursed for patent 
expenses* 

3. Exceptions to the cibove procedures shall be 
approved* by the Patent Review Committee. 

C. Copyright commer cialization 

In selected instances where commercial marketing of 
University-owned software programs is envisioned, the 
responsibility for marteting and licensing is assigned 
to the University of Utah Research Foundation and the 
University Technology Transfer Office (see Copyright 
Policy: Ownership, PPM 6-7). 



Approved: Academic Senate 5/3/93? Board of Trustees 5/10/93 



